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DETAILED ACTION 

This Office Action is responsive to the Amendment filed on November 22, 2006. The 
Applicant has amended independent claim 17. However, Applicants amendment 
necessitated the new ground(s) of rejection presented in this Office action. Accordingly, 
this action is made final. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is" not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 17, 18, 21, 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tanaka, U.S. Pat. Application Pub. 2002/0076586 A1 . 

Rejection of claims 17, 18, 21 , 22 drawn to an electrode. 

Tanaka teaches an electrode for a fuel cell (abstract) comprising a catalyst layer 
including an ion-exchange resin and a proton-conducting substance (0055), wherein the 
proton-conducting substance is a fullerene derivative including an electron-withdrawing 
group (0056); and the ion-exchange resin is made of sulfonic acid type perfluorocarbon 
polymers (0056). An electrode for a fuel cell comprising: a catalyst layer comprising a 
catalyst particle, a carrier supporting the catalyst particle, a carrier supporting the 
catalyst particle, an ion-exchange resin and a proton-conducting substance; and a 
conductive porous substrate supporting the catalyst layer, wherein the proton- 
conducting substance is a fullerene derivative including an electron-withdrawing group; 
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and the ion-exchange resin is made of sulfonic acid type perfluorocarbon polymers 
(0056). A new fuel cell comprising: an electrode for a fuel cell in a fuel-feeding side; an 
electrode for a fuel cell in an oxygen-feeding side; and a solid electrolyte membrane 
sandwiched between these electrodes, wherein at least the electrode for a fuel cell in 
the oxygen-feeding side is the electrode for a fuel cell as claimed in Claim 1 7 (0023). A 
new fuel cell comprising: an electrode for a fuel cell in a fuel-feeding side; an electrode 
for a fuel cell in an oxygen-feeding side; and a solid electrolyte membrane sandwiched 
between these electrodes, wherein at least the electrode for a fuel cell in the oxygen- 
feeding side is the electrode for a fuel cell as claimed in Claim 18 (0023). 

Thus, the invention as a whole would have been obvious at the time the invention 
was made because Tanaka teaches "in particular, a membrane formed by 
polyfullerene hydroxide (often called fullerenol) having --OH groups as the proton 
dissociative groups is superior to a membrane formed by the related art material, for 
example, perfluorosulfonic acid resin in terms of film formation characteristic or the like, 
and the membrane does not require a humidifier or the like because the conduction of 
protons do not require the aid of water molecules." However, "it is prima facie obvious 
to combine two compositions each of which is taught by the prior art to be useful for the 
same purpose, in order to form a third composition to be used for the very same 
purpose.... [T]he idea of combining them flows logically from their having been 
individually taught in the prior art." In re Kerkhoven, 626 F.2d 846, 850,205 USPQ 
1069, 1072 (CCPA 1980). 
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Response to Arguments 

3. Applicant's arguments with respect to above claims have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Hinokuma et al. f U.S. Pat. No. 7,153,608 B2, teach a proton 
conductor, comprising a fullerene derivative. 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Angela J. Martin whose telephone number is 571-272- 
1288. The examiner can normally be reached on Monday-Friday from 9:00 am to 5:00 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




